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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this com munication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 02 October 2007 , 
2a)E3 This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-4 and 6-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-4 and 6-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E3 All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3.S Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Pending Claims 
Claims 1-4 and 6-12 are pending. 

Response to Amendment 

1. The rejection of claims 1-4, 9, and 10 under 35 U.S.C. 102(e) as being anticipated by Xu 
(US 2004/0077745) has been overcome with a certified translation of the foreign priority 
document. 

2. The rejection of claims 6-8 under 35 U.S.C. 103(a) as being unpatentable over Xu (US 
2004/0077745) in view of Igarashi et al. (JP 1 1-140279) has been overcome with a certified 
translation of the foreign priority document. 

3. The rejection of claim 5 under 35 U.S.C. 103(a) as being unpatentable over Xu (US 
2004/0077745) in view of Igarashi et al. (JP 1 1-140279) has been rendered moot by the 
cancellation of this claim. 

4. The rejection of claims 1-4 and 9-12 under 35 U.S.C. 102(a/e) as being anticipated by 
Takamatsu et al. (US 2003/0062125) has been overcome by amendment. 

5. The rejection of claim 5 under 35 U.S.C. 103(a) as being unpatentable over Takamatsu et 
al. (US 2003/0062125) in view of Igarashi et al. (JP 1 1-140279) has been rendered moot by the 
cancellation of this claim. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the in\ention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-4 and 6-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takamatsu et al. (US 2003/0062125) in view of Igarashi et al. (JP 1 1-140279). 

Regarding claims 1-4 and 6-12 ^ Takamatsu et al. disclose: (1) a cationic polymerization 
type composition (Abstract) comprising: 

(A) component: a monofunctional oxetane compound containing one oxetanyl group in 
the molecule thereof (claim 4\ paragraphs 0034-0078) and/or 

(B) component: a compound containing two or more cationic ring-opening polymerizable 
cyclic ether residues in the molecule thereof (claim 4\ paragraphs 0032-0033); 

.(C) component: a cationic polymerization initiator having latency (paragraphs 0081- 
0084); and 

(D) component: a metal oxide fine particle having a particle size of from 1 to 1,000 nm 
(0.00 lju- lju) (paragraphs 01 12-01 16 and 0172); 

(2) wherein the component (D) is at least one member selected from silica, titanium 
oxide, aluminum oxide, zirconium oxide, zinc oxide, cerium oxide, antimony oxide, tin oxide, 
and antimony-doped tin oxide (paragraphs 01 12-01 16 and 0172); (3) wherein the component (D) 
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is silica, titanium oxide, aluminum oxide, zinc oxide, or tin oxide (paragraphs 0112-0116 and 
0172); (4) wherein the component (D) is silica (paragraphs 0112-0116 and 0172); 

(9) wherein the component (C) is an onium salt having light latency (paragraphs 0081- 
0084); (10) wherein the component (C) is an onium salt containing, as an anion residue, one 
member selected from SbF 6 \ AsF 6 \ and B(C 6 F 5 ) 4 " (paragraphs 0081-0084); 

(11) wherein an organosilicon compound is added as a component (E) (paragraphs 01 17- 
0123); (12) wherein the organosilicon compound to be used as the component (E) contains a 
cationic polymerizable group (paragraphs 0017-0123). 

Takamatsu et al. disclose that their cationic-polymerizable compound (A) can be an 
epoxy compound, an oxetane compound, or a combination of epoxy and oxetane compounds 
{see: claim 4; paragraphs 0034-0078). The oxetane compounds preferably feature 1 to 4 
oxetane ring(s) (see: paragraph 0035). Particular examples of oxetane compounds featuring one 
oxetane ring include those: (6) wherein at least a part of the component (A) is a monofunctional 
oxetane compound containing an aromatic group in the molecule thereof (see: paragraph 0042). 
Particular examples of epoxy compounds in clued those: (7) wherein at least a part of the 
component (B) is an epoxy compound containing two or more glycidyl ether residues and 
aromatic groups in the molecule thereof (see: paragraphs 0032-0033)', and (8) wherein at least a 
part of the component (B) is an epoxy compound containing two or more glycidyl ether residues 
in the molecule thereof, which is selected from a substituted or unsubstituted bisphenol resin 
glycidyl ether, a substituted or unsubstituted novolak resin glycidyl ether, a substituted or 
unsubstituted biphenol resin glycidyl ether, and a substituted or unsubstituted naphthalene resin 
glycidyl ether (see: paragraphs 0032-0033). However, Takamatsu et al. fail to explicitly 
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disclose: (1) wherein the component (A) is blended in an amount of from 10 to 80 parts by mass 
based on 100 parts by mass of the total sum of the polymerizable material comprising the 
component (A) and the component (B). 

Igarashi et al. disclose an analogous composition featured a blend of an oxetane and an 
epoxy compound (see: Abstract). They disclose a range that overlaps the instantly claimed 
range, wherein these amounts are selected to achieve a balance of flexibility and hardness in the 
cured material (see: Abstract; paragraph 0024). The teaching demonstrates that this ratio of 
specific materials is a result-effective variable. 

In light of this, it has been found that, "[W]here the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges by 
routine experimentation," - In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955); 
and "A particular parameter must first be recognized as a result-effective variable, i.e., a variable 
which achieves a recognized result, before the determination of the optimum or workable ranges 
of said variable might be characterized as routine experimentation," -In re Boesch, 617 F. 2d 272, 
205 USPQ 21 5 (CCPA 1980). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to blend from 10 to 80 parts by mass of component (A) based on 100 parts by mass of 
the total sum of the polymerizable material comprising the component (A) and the component 
(B), as taught by Igarashi et al, in the composition of Takamatsu et al. because Igarashi et al. 
disclose a range that overlaps the instantly claimed range and demonstrates that this ratio of 
specific materials is a result-effective variable. The relative amounts of these materials are 
selected to achieve a balance of flexibility and hardness in the cured material. 



Application/Control Number: Page 6 

10/530,885 

Art Unit: 1796 

Response to Arguments 
8. Applicant's arguments filed October 2, 2007 have been fully considered but they are not 
persuasive. 

(Argument 1) Applicant first argues that Takamatsu et al. do not teach or suggest the 
combination of claimed component (A), (B), (C), and (D). Specifically, Applicant argues that 
the Examples of Takamatsu et al. do not feature this combination (see pages 7-8 of the response). 

It should be noted that, "The use of patents as references is not limited to what the 
patentees describe as their own inventions or to the problems with which they are concerned. 
They are part of the literature of the art, relevant for all they contain," - In re Heck, 699 F.2d 
1331, 1332-33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006, 
1009, 158 USPQ 275, 277 (CCPA 1968)). Furthermore, it should be noted that non-preferred 
and alternative embodiments constitute prior art - see MPEP 2123. 

It should also be noted that the claimed invention of Takamatsu et al. (see claims 1 &4- 
7) contemplate a combination of: oxetane compound (see claims 4 & l) y an epoxy compound 
(see claims 4 & 7j, a cationic polymerization initiator (see claim I), and fine particulate 
inorganic filler (see claims 6 & J). Turning to the Specification, the oxetane compound is 
preferably one having 1 to 4 oxetane ring(s) (see paragraph 0035), wherein the compounds 
featuring one oxetane ring include those featuring an aromatic group (see paragraphs 0036- 
0042). The epoxy compound is preferably one have one or more epoxy rings (cyclic ether 
groups), as set forth in the instant claims (see paragraphs 0032-0033). The initiator overlaps 
with the instantly claimed initiators (see paragraphs 0079-0097), and the inorganic filler 
overlaps with the instantly claimed metal oxide fine particles (see paragraphs 0112-0116). 
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(Argument 2) Applicant then argues that Igarashi et al. fails to give proper support for the 
instantly claimed relative amounts of oxetane compounds and epoxy compounds. Specifically, 
Igarashi et al. do not disclose instantly claimed component (D), and the combined teachings do 
not teach or suggest the effect of component (D) such that the residual stress is reduced at the 
time of curing and the cured product has excellent hardness and abrasion resistance (seepage 10 
of the response). This argument appears to imply that the references are not analogous. 

It should be noted that the primary reference satisfies the material limitations of instantly 
claimed component (D), along with the material limitations of instantly claimed components (A), 
(B), and (C). 

In response to applicant's argument that Igarashi et al. is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, in order 
to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 977 
F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, the supporting reference of Igarashi 
et al. falls within the field of applicant's endeavor. They even contemplate the use of inorganic 
bulking agents (see paragraph 0026). 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., the residual 
stress is reduced at the time of curing and the cured product has excellent hardness and abrasion 
resistance) are not recited in the rejected claim(s). Although the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 
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Furthermore, the combined teachings satisfy all of the material and chemical limitations 
of the instant invention. It has been found that, "Products of identical chemical composition can 
not have mutually exclusive properties." A chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims are necessarily present -In re Spada, 91 1 F.2d 705, 709, 15 
USPQ2d 1655, 1658 (Fed. Cir. 1990). In light of this, the combined teachings would have been 
expected to yield these same properties because they satisfy all of the material and chemical 
limitations of the instant invention. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Communication 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Michael J. Feely 
Primary Examiner 
Art Unit 1796 



December 3, 2007 



MICHAEL REELY 
PRIMARY EXAMINER 



